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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

Response to Amendment 

1. Examiner notes (amendment filed 5-15-2006) that claims 1,6,18,19,21,27,28 have been 
amended and claim 29 has been added. 

2. Examiner maintains the current set of rejections, and submits additional claim rejections 
for the independent claims based on the submitted relevant art (IDS filed 5-3 1-2006). 

3. Examiner notes the following multiple rejections: 

Claims 21-26 have been rejected by Beatty in view of Shaffer and again by Beatty 
in view of Walsh and claim 21 again by Shojiro. 

Claims 27-28 have been rejected by Beatty in view of Walsh and again by Walsh 
and again by Shojiro and again by Tomohiro. 

Claims 1,6,18,19 have been rejected by Tomohiro in addition to the maintained 
previous rejection. 

Claim 29 has been rejection by Shojiro and again by Beatty in view of Walsh. 

Claim Objections 

1 . Claims 18,19 objected to because of the following informalities: 

As per claim 18, in Line 1 1 : "managed by the managing depending" should be "managed 
by the managing functions depending". 
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As per claim 19, in Line 15: "managing depending" should be "managing functions 
depending". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 29 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

As per claim 29, the claim recites "determining a location of the portable terminal 
including a function of the portable terminal used for executing. . . ". It is not clear how to 
determine a 'function' of a 'location'. For the purpose of examination, examiner assumes 
the method comprises the step of determining both a location and a function of the 
terminal. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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5. Claims 1,3,4,18, rejected under 35 U.S.C. 102(b) as being anticipated by Beatty et al. 
(5675630). 

As per claim 1, Beatty discloses a mobile phone comprising a managing part 
(software in the phone) that manages functions and information in a manner linked to a 
plurality of using situations. The software will associate different speed dial directories 
with different using situations (NAMS) (ABSTRACT). The device further comprises a 
switch usable by the caller to activate a specific NAM (set a specific using situation) (Col 
4 lines 25-35). Each NAM setting is a mode (one of a plurality of modes/using 
situations) useable by the user. The use of different NAMs allows the phone to be used 
in a business or personal situation (Col 2 lines 20-35). The device further comprises a 
control part (software) that will automatically select the appropriate function and 
information depending on the using situation, and make the information available to the 
user (abstract, Col 4 lines 45-65). Once a NAM is activated by user selection, the 
application software will automatically activate a phonebook and/or speed dial function 
corresponding to the selected NAM. The NAM specific phonebook and/or speed dial 
function are the function and information that are automatically activated for use by the 
user. Once a rule has been met (for example: by activating the switch), then the 
appropriate application and information (the phonebook and/or speed dial function) are 
triggered and presented to the user (Col 4 lines 25-35). The purpose of the system is to 
associate and provide information (telephone number directories) to the user based upon 
the selected NAM (mode) of the phone. The information provided has a high probability 
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of use by a user of a particular NAM mode since that particular NAM was selected by the 
user. 

As per claim 18, Beatty discloses information terminal equipment that includes a 
computer using a computer readable medium that stores a program comprising a 
managing means (software) that manages functions and information in a manner linked to 
a plurality of using situations. The software will detect various parameters from the 
caller and manage the transfer of information to/from the caller as described in the 
rejections of claim 1 . 

As per claim 3, the NAM chosen (operating mode) can be applied to accounting 
(billing) destinations (Col 1 lines 15-35). 

As per claim 4, the portable phone comprises a display and the appropriately 
selected phone directory/NAM information. 

6. Claims 27,28 rejected under 35 U.S.C. 102(b) as being anticipated by Walsh (5642410). 

As per claims 27 and 28, Walsh discloses a telecommunications terminal that 
automatically provides the appropriate information (setting the appropriate mode) to a 
user based upon the incoming or outgoing call information (Col 8 line 55 to Col 9 line 
25). The mode^associated information is classified in a mode because it has a high 
possibility of being used for that particular mode. 
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7. Claims 1,6,18,19,27,28 rejected under 35 U.S.C. 102(b) as being anticipated by 
Tomohiro ('Patent Abstracts of Japan' publication: 09-107396). 

As per claim 1, Tomohiro discloses a portable device that is able to classify data 
(phone directory data) and retrieve various sets of data via a control section (abstract). 
Each set of retrieved information is displayed to the user. Each set of retrieved 
information is considered a 'mode 5 of operation for the device. The device inherently 
comprises a managing part controlling a switch and a control part for the purposes of 
performing the aforementioned functions (examiner reads a switch as any function that 
enables the different directories to be retrieved) (examiner reads a control part as any 
function that performs the logic of selecting one set of data over another). 

As per claim 6, claim rejected for the same reasons as claim 1 . The classified data 
is retrieved depending on data from a control channel being setup. A control channel 
would be setup anytime a transmission or reception was made from/to the terminal. 

As per claims 18,19 Tomohiro 's device inherently comprises software on a 
readable medium for the purpose of controlling the device hardware. 

As per claims 27, 28, claims rejected for the same reasons as claim 1. The 
terminal is operated to retrieve data based on the currently selected mode (business or 
private). The data assigned to each mode is inherently classified in accordance with a 
possibility of occurrence for it's corresponding mode by the definition of the specific 
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'mode 5 (ie. each 'mode' is defined by the function that may possibly be performed while 
in that particular 'mode'). 

8. Claims 21,27-29 rejected under 35 U.S.C. 102(b) as being anticipated by Shojiro ('Patent 

Abstracts of Japan' publication: 10-304452). 

As per claims 21,29, Shojiro discloses a portable device that stores data used for 
various functions (displaying and dialing stored phone numbers). The data is classified 
by and retrieved according to detected time and location information for the terminal 
(ABSTRACT). The device inherently comprises a managing part controlling a switch 
and a control part for the purposes of performing the aforementioned functions (examiner 
reads a switch as any function that enables the different directories to be retrieved) 
(examiner reads a control part as any function that performs the logic of selecting one set 
of data over another). The device further inherently comprises a timer for the purpose of 
detecting the time. 

As per claims 27, 28, claims rejected for the same reasons as claim 1. The 
terminal is operated to retrieve data based on the currently selected mode (business or 
private). The data assigned to each mode is inherently classified in accordance with a 
possibility of occurrence (displayed with priority) for it's corresponding mode by the 
definition of the specific 'mode' (ie. each 'mode' is defined by the function that may 
possibly and most likely be performed while in that particular 'mode'). 



Claim Rejections - 35 USC §103 
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9. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 6,19, 15-16,21-29 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beatty et al. (5675630), and further in view of Walsh (5642410). 

As per claim 6, the claim is rejected for the same reasons as the rejection of claim 
1. Additionally, Beatty discloses a detector that detects several pieces of 'mode - 
information' (example: caller's location) to set a specific using situation (Col 2 line 64 to 
Col 3 line 10). The device further comprises a control part (software) that will 
automatically select the appropriate function and information depending on the using 
situation, and make the information available to the user (Col 4 lines 25-35). Once a rule 
has been met (for example: by activating the switch), then the appropriate application and 
information are triggered and presented to the user. Beatty discloses that the NAM 
modes may be selected manually by the user (Col 4 lines 35-45). However, Beatty does 
not disclose that the NAM modes are triggered according to one of an email or telephone 
address belonging to a contacted party. 

Walsh discloses a telecommunications terminal that automatically provides the 
appropriate information (using mode) to a user based upon the incoming or outgoing call 
information (Col 8 line 55 to Col 9 line 25). Walsh teaches that this computer-telephone 
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integration system can save time (Col 1 lines 15-30). It would have been obvious to one 
of ordinary skill in the art at the time of this application that incoming or outgoing 
telephone numbers could be used as triggers to activate the various NAM modes of 
Beatty's system for the purpose of saving the user the time of having to manually activate 
the appropriate mode. 

As per claim 19, claim rejected for same reasons as rejections of claims 6. 
Examiner notes that the 'mode information' recited in the claim may be the user selection 
(via incoming or outgoing telephone numbers for example) of the preferred NAM of 
Beatty's system. 

As per claims 21, claim rejected for the same reasons as claim 6. Additionally, 
Walsh discloses that one of the triggers may be the time of day (Col 2 lines 45-55). In 
order to detect the time of day the device inherently comprises a timer. One NAM may 
be considered the 'business mode' while another NAM may be considered a 'private 
mode'. 

As per claims 27,28, claim rejected for same reasons as claim 1. The phone user 
may enter in additions to the speed dial directory (via editing) (Col 6 lines 55-65). The 
phone will classify the phone directory entries that are executed as being associated with 
the NAM that is currently active (a first or second operating mode). The terminal is 
controlled to select the appropriate NAM (switch between operating modes) when the 
associated number is called or received. 
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As per claim 29, claim rejected for the same reasons as claim 6. Beatty discloses 
that the NAM mode may be triggered by detecting communication channels. The 
examiner reads detecting communication channels as detecting the location of the device 
(ie. a location may be defined by it's communication channels) (BEATTY: Col 3 lines 1- 
10). The first and second set or procedures are the control functions used to activate the 
corresponding phonebook/speed dial list for each NAM. The controlling software will 
modify the function (phonebook/speed-dial) and the appropriate list of names/numbers 
can be displayed to the user (displaying an application program) (BEATTY: Col 6 lines 
55-65). 

As per claims 15, the NAM chosen (operating mode) can be applied to 
accounting (billing) destinations (Col 1 lines 15-35). 

As per claims 16, the portable phone comprises a display and the appropriately 
selected phone directory/NAM information. 

As per claims 22,23, Beatty's system displays the appropriate information based 
upon the selected mode (NAM). 

As per claim 24,26, claim rejected for same reasons as claim 1. 

As per claim 25, Beatty discloses that the NAM mode may be triggered by 
detecting communication channels. The examiner reads detecting communication 
channels as detecting the location of the device (ie. a location may be defined by it's 
communication channels) (BEATTY: Col 3 lines 1-10). 
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11. Claim 5, rejected under 35 U.S.C. 103(a) as being unpatentable over Beatty et al. 

(5675630) as applied to claim 1 above, and further in view of Bijman (6047062). 

As per claim 5, Beatty and Walsh discloses applicant's claims 1, but does not 
specify that the managing part automatically updates the data that depends upon the using 
situation and is not already included in the database. 

Bijman teaches a method of automatically updating information stored in a 
database used in a telephone system (speed dialing system). He teaches the advantage of 
saving the user the trouble of manually updating the database (Col 1 lines 14-30) by 
having the phone system automatically add data (a new phone number) to the database. 
It would have been obvious to one of ordinary skill in the art at the time of this 
application to have the managing part automatically update the appropriate database for 
the advantage of saving the user the trouble of manually updating the database. 



12. Claim 17 rejected under 35 U.S.C. 103(a) as being unpatentable over Beatty et al. 
(5675630) in view of Walsh (5642410) as applied to claim 6 above, and further in view of 
Bijman (6047062). 

As per claim 17, Beatty and Walsh discloses applicant's claim 6, but do not 
specify that the managing part automatically updates the data that depends upon the using 
situation and is not already included in the database. 

Bijman teaches a method of automatically updating information stored in a 
database used in a telephone system (speed dialing system). He teaches the advantage of 
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saving the user the trouble of manually updating the database (Col 1 lines 14-30) by 
having the phone system automatically add data (a new phone number) to the database. 
It would have been obvious to one of ordinary skill in the art at the time of this 
application to have the managing part automatically update the appropriate database for 
the advantage of saving the user the trouble of manually updating the database. 



13. Claims 21-26 rejected under 35 U.S.C. 103(a) as being unpatentable over Beatty et al. 

(5675630), and further in view of Shaffer et al (6477374). 

As per claims 21,25, Beatty discloses claims 21,25 for the same reasons as the 
rejections of claims 1 and 6, but does not specify that the terminal equipment detects the 
using situation based upon time information. 

Shaffer teaches a device (cellular phone) system that cross references a date and 
time (to reference a time the unit inherently comprises a timer) with a user's location so 
that a call may be routed or forwarded (ie. a different using situation is setup) based upon 
a user's location (Col 2 line 45 to Col 3 line 7). He teaches the advantage that a user may 
be more easily tracked down even if he/she forgot to leave a forwarding number (Col 2 
lines 23-43), as well as the advantage of more efficient call routing (Col 1 lines 44-55). 
The activation of the NAM mode is based upon the appropriate location, which is based 
upon the time of day. It would have been obvious to one of ordinary skill in the art at the 
time of this application to detect a user's time-location in order to set the using state 
(NAM selection) for the advantage of being able to more easily track down a user and 
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being able to more efficiently route or handoff the call (the handoff is more efficient 
because the user may be able to use local access is the appropriate NAM is selected). 

As per claims 22,23, Beatty's system displays the appropriate information based 
upon the selected mode (NAM). 

As per claim 24,26, claim rejected for same reasons as claim 1. 



Response to Arguments 

4. Applicant's arguments filed 5-15-2006 have been fully considered but they are not 
persuasive. 

As per applicant's arguments (remarks page 8) that the pre-assigned directories of 
Beatty do not contain numbers that were selected based on a high probability of use. 
Examiner reads any numbers that were deliberately stored in a specialized directory as 
having a 'high probability of use'. Examiner notes that the fundamental concept of a 
telephone phonebook/speed-dial list is to group sets of numbers that have a £ high 
probability of use'. 

As per applicant's arguments (remarks page 8) that Walsh's teachings are limited 
to triggering database access. Examiner notes that the phonebook directories of Beatty 
are databases whose data are retrieved in order to perform specific functions (in specific 
using situations). The 'function' of the terminal is to automatically dial specific numbers 
corresponding to a mode of operation of the terminal (by having access to specific 
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databases). Examiner notes that the broad term 'function' may be read as any specific 
action that the phone terminal performs. Displaying a phonebook directory could be one 
function, dialing each number in the phonebook can be considered an individual function. 

As per applicant's arguments (remarks page 9) concerning displaying the selected 
functions, examiner notes the rejections above (as well as the previously submitted 
rejections). 

As per applicant's arguments that the Shaffer reference is limited to routing calls, 
examiner contends that Shaffer teaches alternate ways to trigger or activate different 
using modes. Each routing protocol can be considered a different using mode with a 
different set of functions and as such, Shaffer's art is analogous. 

As per applicant's arguments regarding Bijman as applied to claims 6,19,21 
(remarks page 10), it is not clear what elements applicant argues are missing from said 
claims. Examiner notes that the above rejections address the 'switch', 'control part', and 
'functions' in the prior art systems. 

As per applicant's arguments regarding claim 15 (remarks page 1 1), examiner 
notes the rejections above (as well as the previously submitted rejections) regarding claim 
15. 

As per new claim 29 (remarks page 11), examiner notes the new set of rejections 
listed above. 
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5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alexander Jamal whose telephone number is 571-272-7498. The 
examiner can normally be reached on M-F 9AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis A Kuntz can be reached on 571-272-7499. The fax phone numbers for the 
organization where this application or proceeding is assigned are 571-273-8300 for regular 
communications and 571-273-8300 for After Final communications. 




